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NOTIFICATION OF TRANSMITTAL OF 
INTERNATIONAL PRELIMINARY 
EXAMINATION REPORT 




1. The applicant is hereby notified that this International Preliminary Examining Authority transmits herewith the 
international preliminary examination report and its annexes, if any, established on the international application. 



2. 



A copy of the report and its annexes, if any, is being transmitted to the International Bureau for communication 
to all the elected Offices. 



3. Where required by any of the elected Offices, the International Bureau will prepare an English translation of 
the report (but not of any annexes) and will transmit such translation to those Offices. 

4. REMINDER 

The applicant must enter the national phase before each elected Office by performing certain acts (filing 
translations and paying national fees) within 30 months from the priority date (or later in some Offices)( Article 
39(l))(see also the reminder sent by the International Bureau with Form PCT/IB/301). 

Where a translation of the international application must be furnished to an elected Office, that translation must 
contain a translation of any annexes to the international preliminary examination report. It is the applicant's 
responsibility to prepare and furnish such translation directly to each elected Office concerned. 

For further details on the applicable time limits and requirements of the elected Offices, see Volume II of the 
PCT Applicant's Guide. 



Name and mailing address of the IPEA/US 

Commissioner of Patents and Trademarks 
Box PCT 

Washington, D C. 20231 
Facsimile No. (703) 305-3230 



Authorized officer f^s^T) * -*-) 

MARK R. POWELL 

Telephone No. (703) 308- 5857 
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INTERNATIONAL PRELIMINARY EXAMINATION REPORT 
(PCT Article 36 and Rule 70) 



Applicant's or agent's file reference 
33786PCT/LTR 


FOR FURTHER ACTION See Notification of Transmittal of International 

Preliminary Examination Report (Form PCT/IPEA/416) 


International application No. 
PCT/US98/25490 


International filing date (day /month/year) 
01 DECEMBER 1998 


Priority date (day /month/year) 
01 DECEMBER 1997 


International Patent Classification (IPC) or national classification and IPC 
IPC(6): H04N 7/16, 7/173 and US CI.: 348/906, 563, 564, 565, 10; 455/6.2,6.3; 345/327 


Applicant 
STARSIGHT TELECAST, INC. 



This international preliminary examination report has been prepared by this International Preliminary 
Examining Authority and is transmitted to the applicant according to Article 36. 



This REPORT consists of a total of 



sheets. 



I I This report is also accompanied by ANNEXES, i.e. , sheets of the description, claims and/or drawings which have 
' — been amended and are the basis for this report and/or sheets containing rectifications made before this Authority, 
(see Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 

These annexes consist of a total o sheets. 



This report contains indications relating to the following items: 
Basis of the report 



I 




II 


□ 


III 


□ 


IV 


□ 


V 


LI 


VI 


□ 


VII 


□ 


vni 


□ 



Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



Date of submission of the demand 
29 JUNE 1999 


Date of completion of this report 
23 FEBRUARY 2000 


Name and mailing address of the IPEA/US 

Commissioner of Patents and Trademarks 
Box PCT 

Washington, D C. 20231 
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Authorized officer ^ 4 
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MARK R. POWELL £j / 

Telephone No. (703) 308- 5857 
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INTERNATIONAL PREL 



"ary examination report 



I. Basis of the report 



^tional application No. 
VUS98/25490 



1 . This report has been drawn on the basis of (Substitute sheets which have been furnished to the receiving Office in response to an invitation 
under Article 14 are referred to in this report as "originally filed" and are not annexed to the report since theylo not contain 

| x| the international application as originally filed. 

fx] the description, pages 1-14 % as originally filed. 

pages NONE , filed with the demand. 

pages NONE t filed with the letter of . 

pages , filed with the letter of 



|~x] the claims, 



Nos. 1-10 

Nos. NONE 

Nos. NONE 

Nos. NONE 
Nos. 



, as originally filed. 

, as amended under Article 19. 

, filed with the dem^i** 

, filed with the letter of 

, filed with the letter of 



| x| the drawings, sheets/fig 1*10 



sheets/6g NONE 



sheets/fig NONE 
sheets/fig 



, as originally filed. 
, filed with the demand. 
, filed with the letter of 
, filed with the letter of 



2. The amendments have resulted in the cancellation of: 

| x| the description, pages none 

j~xj the claims, Nos. 



| x| the drawings, sheets/fig none 



3. j^j This report has been established as if (some of) the amendments had not been made, since they have been considered 

to go beyond the disclosure as filed, as indicated in the Supplemental Box Additional observations below (Rule 
70.2(c)). 

4. Additional observations, if necessary: 
NONE 
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INTERNATIONAL PREL WiARY EXAMINATION REPORT 



national application No. 
B/US98/25490 



V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



1. STATEMENT 

Novelty (N) Claims NONE YES 

Claims 1-10 NO 

Inventive Step (IS) Claims none YES 

Claims 1-10 NO 

Industrial Applicability (IA) Claims 1-10 YES 

Claims none NO 



2. CITATIONS AND EXPLANATIONS 

I. Claim 1 lacks novelty under PCT Article 33(2) as being anticipated by Lawler. 

considering claim 1 , Lawler discloses all claimed subject matter: 

1) the claimed "receiver for recovering television signal" is met by fig. 1, item 16; 

2) the claimed "a display monitor..." is met by fig. 1, item 20; 

3) the claimed "means for displaying on the monitor simultaneously with the recovered ...an information meassage and an 
advertising message" is met by fig l t item 12, or fig. 6. 

IL Claim 1 lacks novelty under PCT Article 33(2) as being anticipated by Rowe. 

considering claim 1 , Rowe discloses all claimed subject matter: 

1) the claimed "receiver for recovering television signal" is met by fig. 1, item 34; 

2) the claimed "a display monitor..." is met by fig. 1, item 38; 

3) the claimed "means for displaying on the monitor simultaneously with the recovered ...an information meassage and an 
advertising message" is met by fig 1 f item 32, or fig. 2. 

III. Claims 1-10 lack novelty under PCT Article 33(2) as being anticipated by Alten. 

Considering claim l f Alten discloses al! claimed subject matter: 

1) the claimed "receiver for recovering television signal" is met by fig. 1, item 20; 

2) the claimed "a display monitor..." is inherently disclosed in fig. 5a; and 

3) the claimed "means for displaying on the monitor simultaneously with the recovered ...an information meassage and an 
advertising message" is met by fig 1, item 100 and fig. 7a, with the —promo text window— and the —video promo window- 
representing the information meassage and the advertising message as claimed. 

Regarding claim 2 t the claimed "information and advertising (Continued on Supplemental Sheet.) 
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Rational application No. 
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Supplemental Box 

(To be used when the space in any of the preceding boxes is not sufficient) 



Continuation of: Boxes I - VIII 



Sheet !0 



V. 2. REASONED STATEMENTS - CITATIONS AND EXPLANATIONS (Continued): 

messages are displayed in pop-up areas" is inherent in fig. 7a. 

As per claim 3, the claimed "informational messages relate to the content of the recovered 
television signal" is inherent in Alten's disclosure. 

in claim 4, the claimed "informational mesages relate to later programming on the channel 
of the recovered television signal" is inherently disclosed in fig. 7a. 

Re claim 5, the claimed "informational mesages relate to current programming" is inherent 

in Alten. ^ ^ ■ 

in claim 6, the claimed "means for displaying a composite of an EPC and an advertising 

message" is met by fig 1, item 100. 

in claim 7, the claimed "means for displaying an epg alone" is met by fig 1, item 100, and fig. 

5b. 

As per claim 8, the claimed "means for storing EPC data..." is met by fig. 1, item 120. 

in claim 9, the claimed "means for using the stored background color value to display the 
EPC alone" is inherent in fig. 1, item 100. 

in claim 10 ( the claimed "means for substituting a transparent value for the stored 
background color value to display the composite" is inherent in Alten. 



NEW CITATIONS 

US 5,635,978 A (ALTEN ET AL.) 03 JUNE 1997, SEE FIGS. 1 AND 7. 



Form PCT/IPEA/409 (Supplemental Box) (January 1994)* 



From the 

INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY 



To: LEROY T. RAHN 

CHRISTIE, PARKER & HALE, LLP 
P. O. BOX 7068 
PASADENA CA 91109-7068 



^^ENT COOPERATION TREy*^ 

PCT 



OCT 1 8 1999 
Christie, Han*, M wL 



WRITTEN OPINION 



carp *3&18&$rlL Ip*QC£Y/ \JjSnK 
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(PCT Rule 66) 


Date of Mailing * Q HPT 1QQQ 
(day/ month /year) 10 UUI 1000 


Applicant's or agent's file reference 
33786PCT/LTR 


REPLY DUE ... t , 
within TWO months 

from the above date of mailing 


International application No. 
PCT/US98/25490 


International filing date (day/ month /year) 
01 DECEMBER 1998 


Priority date (day/ month /year) 
01 DECEMBER 1997 


International Patent Classification (IPC) or both national classification and IPC 
IPC(6): H04N 7/16, 7/173 and US CI.: 348/906, 563, 564, 565, 10; 455/6.2,6.3; 345/327 


Applicant 

STARSIGHT TELECAST, INC. 



first 



(first, etc.) drawn by this International Preliminary Examining Authority. 



V 
VI 



1 . This written opinion is the 

2. This opinion contains indications relating to the following items: 

I | x| Basis of the opinion 
II Q Priority 

HI Non-establishment of opinion with regard to novelty, inventive step or industrial applicability 

IV |~[ Lack of unity of invention 

S Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

j [ Certain documents cited 

VII [ | Certain defects in the international application 

VIII | | Certain observations on the international application 

3. The applicant is hereby invited to reply to this opinion. 

When? See the time limit indicated above. Tho applicant may t bofore th e expiration of that time limit t r e quoct thii 
Authority to grant an ext e ncionu c ee Rul e 66 ■ 3(d) ■ 

How? By submitting a written reply, accompanied, where appropriate, by amendments, according to Rule 66.3. 

For the form and the language of the amendments, see Rules 66.8 and 66.9. 

Also For an additional opportunity to submit amendments, see Rule 66.4. 

For the examiner's obligation to consider amendments and/ or arguments, see Rule 66.4 bis. 

For an informal communication with the examiner, see Rule 66.6. 
If no reply is filed, the international preliminary examination report will be established on the basis of this opinion. 

4. The final date by which the international preliminary 

examination report must be established according to Rule 69.2 is: ui atkil zuuu • 
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PCT 



WRITTEN OPINION 

(PCT Rule 66) 



Date of Mailing 
(day/ month /year) 



1 3 OCT 1999 



Applicant's or agent's file reference 
33786PCT/LTR 



REPLY DUE 



within TWO months 

from the above date of mailing 



International application No. 
PCT/US98/25490 



International filing date (day/ month /year) 
01 DECEMBER 1998 



Priority date (day/ month /year) 
01 DECEMBER 1997 



International Patent Classification (IPC) or both national classification and IPC 
IPC(6): H04N 7/16, 7/173 and US CI.: 348/906, 563, 564/ 565. 10; 455/6.2,6.3; 345/327 



Applicant 

STARSIGHT TELECAST, INC. 



1 . This written opinion is the 



first 



(first, etc.) drawn by this International Preliminary Examining Authority. 



2. This opinion contains indications relating to the following items: 



I 


HI 


II 
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III 
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IV 
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V 




VI 
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VII 
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VIII 
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The applicant 



Lack of unity of invention 

Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

Certain documents cited 



When? 
How? 
Also 



See the time limit indicated above. Th e applioant may t bo for e tho oxpiration of that tim e limit, r e qu e st this 
Authority to grant an e xt e nsion.) c ee Rule 66.3(d) . 

By submitting a written reply, accompanied, where appropriate, by amendments, according to Rule 66.3. 
For the form and the language of the amendments, see Rules 66.8 and 66.9. 



For an additional opportunity to submit amendments, see Rule 66.4. 

For the examiner's obligation to consider amendments and/ or arguments, see Rule 66.4 bis. 
For an informal communication with the examiner, see Rule 66.6. 
If no reply is filed, the international preliminary examination report will be established on the basis of this opinion. 

4. The final date by which the international preliminary 

examination report must be established according to Rule 69.2 is: 01 APRIL zouu . 
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WRITTEN OPINION 



Iix^^Konal application No. 
PCT/US98/25490 



I. Basis of the opinion 



1 . This opinion has been drawn on the basis of (Substitute sheets which have been jurmshed to the receiving Office in response to an 
invitation under Article 14 are referred to in this opinion as "orignalfy filed'.)'. 



| x| the international application as originally filed. 



Xj the description, pages 1~*4 



pages NONE 



pages 



NONE 



, as originally filed. 

, filed with the demand. 

, filed with the letter of 



the claims, 



1-10 



NONE 



Nos. _ 
Nos. _ 
Nos. NONE 
Nos. 



NONE 



, as originally filed. 

, as amended under Article 19. 

, filed with the demand. 

, filed with the letter of 



| x| the drawings, 



sheets/fig i'* 0 
sheets/fig NONE 



sheets/fig NONE 



, as originally filed. 

, filed with the demand. 

, filed with the letter of . 



2. The amendments have resulted in the cancellation of: 
the description, pages 00116 



none 



| x| the claims, Nos. 

the drawings, sheets#*g none 



3. This opinion has been established as if (some of) the amendments had not been made, since they have been 
considered to go beyond the disclosure as filed, as indicated in the Supplemental Box Additional observations below 
(Rule 70.2(c)). 

4, Additional observations, if necessary: 
NONE 
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In^^^onal application No. 




3 OPINION 


PCT/US98/25490 



V. Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



1. STATEMENT 
Novelty (N) 



Claims NONE 



Claims 1-10 



Inventive Step (IS) 



Industrial Applicability (IA) 



Claims none 



Claims 1-10 



Claims 1-10 



Claims none 



YES 
NO 

YES 
NO 



YES 
NO 



CITATIONS AND EXPLANATIONS 

I. Claim 1 lack novelty under PCT Article 33(2) as being anticipated by Lawler. 
considering claim 1 , Lawler discloses all claimed subject matter: 

1) the claimed -receiver for recovering television signal" is met by fig. 1, item 16; 

2) the claimed "a display monitor..." is met by fig. 1, item 20; 

3) the claimed "means for displaying on the monitor simultaneously with the recovered ...an information meassage and an 
advertising message" is met by fig 1 , item 12, or fig. 6. 

II. Claim 1 lack novelty under PCT Article 33(2) as being anticipated by Rowe. 
considering claim 1 , Rowe discloses all claimed subject matter: 

1) the claimed "receiver for recovering television signar is met by fig. 1, item 34; 

2) the claimed "a display monitor..." is met by fig. 1, item 38; 

3) the claimed "means for displaying on the monitor simultaneously with the recovered 
advertising message" is met by fig 1, item 32, or fig. 2. 



.an information meassage and an 



HI. 



Claims 1-10 lack novelty under PCT Article 33(2) as being anticipated by Alten. 



Considering claim 1 , Alten discloses all claimed subject matter: 

1) the claimed "receiver for recovering television signal" is met by fig. 1, item 20; 

2) the claimed "a display monitor. . . " is inherently disclosed in fig. 5a; and 

3) the claimed "means for displaying on the monitor simultaneously with the recovered ...an information meassage and an 
advertising message" is met by fig 1, item 100 and fig. 7a, with the -promo text window- and the -video promo window- - 
representing the information meassage and the advertising message as claimed. 

Regarding claim 2, the claimed "information and advertising (Continued on Supplemental Sheet.) 
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Ii^^Hional application No. 
PCT/US98/25490 



Supplemental Box 

(To be used when the space in any of the preceding boxes is not sufficient) 



Continuation of: Boxes I - VIII 



Sheet 10 



TIME LIMIT: 



The time limit set for response to a Written Opinion may not be extended. 37 CFR 1.484(d). Any response 
received after the expiration of the time limit set in the Written Opinion will not be considered in preparing the International 
Preliminary Examination Report. 

V. 2. REASONED STATEMENTS - CITATIONS AND EXPLANATIONS (Continued): 
messages are displayed in pop-up areas" is inherent in fig. 7a. 

As per claim 3, the claimed "informational messages relate to the content of the recovered television signal" is 
inherent in Alten's disclosure. 

In claim 4, the claimed "informational mesages relate to later programming on the channel of the recovered 
television signal" is inherently disclosed in fig. 7a. 

Re claim 5, the claimed "informational mesages relate to current programming" is inherent in Alten. 

In claim 6 t the claimed "means for displaying a composite of an EPG and an advertising message" is met by fig 1 , 

item 100. 

In claim 7, the claimed "means for displaying an EPG alone" is met by fig 1, item 100, and fig. 5b. 
As per claim 8. the claimed "means for storing EPG data..." is met by fig. 1, item 120. 

In claim 9, the claimed "means for using the stored background color value to display the EPG alone" is inherent in 
fig. 1, item 100. 

In claim 10 t the claimed "means for substituting a transparent value for the stored background color value to display 
the composite" is inherent in Alten. 



NEW CITATIONS ^ 

US 5,635.978 A (ALTEN ET AL.) 03 JUNE 1997, SEE FIGS. 1 AND 7. 
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INTERNATIONAL PRELIMINARY EXAMINATION REPORT 
(PCT Article 36 and Rule 70) 



Applicant's or agent's file reference 
33786PCT/LTR 


FOR FURTHER ACTION See Notification of Transmittal of International 

Preliminary Examination Report (Form PCT/IPEA/416) 


International application No. 
PCT/US98/25490 


International filing date (day/month/year) 
01 DECEMBER 1998 


Priority date (day /month/year) 
01 DECEMBER 1997 


International Patent Classification (IPC) or national classification and IPC 
IPC(6): H04N 7/16, 7/173 and US CI,: 348/906, 563, 564, 565, 10; 455/6.2,6.3; 345/327 


Applicant 
STARSIGHT TELECAST, INC. 



1. This international preliminary examination report has been prepared by this International Preliminary 
Examining Authority and is transmitted to the applicant according to Article 36. 



2. 



This REPORT consists of a total of 

□ 



sheets. 



This report is also accompanied by ANNEXES, i.e. , sheets of the description, claims and/or drawings which have 
been amended and are the basis for this report and/or sheets containing rectifications made before this Authority, 
(see Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 

These annexes consist of a total o f^^ sheets. 



This report contains indications relating to the following items: 
Basis of the report 
Priority 



Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



I 




II 


□ 


III 


□ 


IV 


□ 


V 




VI 


□ 


VII 


□ 


VIII 


□ 



Date of submission of the demand 
29 JUNE 1999 


Date of completion of this report 
23 FEBRUARY 2000 


Name and mailing address of the IPEA/US 

Commissioner of Patents and Trademarks 
Box PCT 

Washington, DC. 20231 
Facsimile No. (703) 305-3230 


Authorized officer ^6^^/^ ^§2^ 

MARK R. POWELL J'^^^^J^^^^ 
Telephone No. (703) 308- 5857 
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INTERNATIONAL PRELIMINARY EXAMINATION REPORT 



nternational application No. 
PCT/US98/25490 



I. Basis of the report 

1 . This report has been drawn on the basis of (Substitute sheets which have been furnished to the receiving Office in response to an invitation 
under Article 14 are referred to in this report as "originally filed" and are not annexed to the report since theyio not contain 



LU 



the international application as originally filed, 
the description, pages 1-14 



pages NONE 
pages NONE 
pages 



, as originally filed. 
, filed with the demand. 
, filed with the letter of 
, filed with the letter of 



fx] the claims, Nos. 1-10 



Nos. NONE 



Nos. NONE 



Nos. NONE 
Nos. 



, as originally filed. 

, as amended under Article 19. 

, filed with the demand. 

, filed with the letter of 

, filed with the letter of 



fx] the drawings, sheetsffig 1-10 



sheets/fig NONE 



sheetstfig NONE 
sheets#ig 



, as originally filed. 
, filed with the demand. 
, filed with the letter of 
, filed with the letter of 



2. The amendments have resulted in the cancellation of: 

f"x| the description, pages none 

| x[ the claims, Nos. 



none 



|~x] the drawings, sheet&tfig none 



3 . Q This report has been established as if (some of) the amendments had not been made, since they have been considered 

to go beyond the disclosure as filed, as indicated in the Supplemental Box Additional observations below (Rule 
70.2(c)). 

4. Additional observations, if necessary: 
NONE 
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V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



1. STATEMENT 
Novelty (N) 

Inventive Step (IS) 



Claims NONE 
Claims 



1-10 



Claims none 
Claims 



10 



YES 
NO 

YES 
NO 



Industrial Applicability (IA) 



Claims 
Claims 



1-10 



YES 
NO 



CITATIONS AND EXPLANATIONS 

I. Claim 1 lacks novelty under PCT Article 33(2) as being anticipated by Lawler. 

considering claim 1, Lawler discloses all claimed subject matter: 

1) the claimed "receiver for recovering television signal" is met by fig. 1, item 16; 

2) the claimed "a display monitor..." is met by fig. 1, item 20; 

3) the claimed "means for displaying on the monitor simultaneously with the recovered 
advertising message" is met by fig 1, item 12, or fig. 6. 



.an information meassage and an 



II. Claim 1 lacks novelty under PCT Article 33(2) as being anticipated by Rowe. 
considering claim 1, Rowe discloses all claimed subject matter: 

1) the claimed "receiver for recovering television signal" is met by fig. 1, item 34; 

2) the claimed "a display monitor..." is met by fig. 1, item 38; 

3) the claimed "means for displaying on the monitor simultaneously with the recovered ...an information meassage and an 
advertising message" is met by fig 1, item 32, or fig. 2. 

III. Claims 1-10 lack novelty under PCT Article 33(2) as being anticipated by Alten. 



Considering claim 1, Alten discloses all claimed subject matter: 

1) the clai. led "receiver for recovering television signal" is met by fig. 1, item 20; 

2) the claimed "a display monitor..." is inherently disclosed in fig. 5a; and 

3) the claimed "means for displaying on the monitor simultaneously with the recovered ...an information meassage and an 
advertising message" is met by fig 1, item 100 and fig. 7a, with the —promo text window— and the —video promo window- 
representing the information meassage and the advertising message as claimed. 

Regarding claim 2, the claimed "information and advertising (Continued on Supplemental Sheet.) 
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V. 2. REASONED STATEMENTS - CITATIONS AND EXPLANATIONS (Continued): 

messages are displayed in pop-up areas" is inherent in fig. 7a. 

As per claim 3, the claimed "informational messages relate to the content of the recovered 
television signal" is inherent in Alten's disclosure. 

in claim 4, the claimed "informational mesages relate to later programming on the channel 
of the recovered television signal" is inherently disclosed in fig. 7a. 

Re claim 5, the claimed "informational mesages relate to current programming" is inherent 
in Alten. 

in claim 6, the claimed "means for displaying a composite of an EPC and an advertising 
message" is met by fig 1, item 100. 

in claim 7, the claimed "means for displaying an EPC alone" is met by fig 1, item 100, and fig. 

5b. 

as per claim 8, the claimed "means for storing EPC data..." is met by fig. 1, item 120. 

in claim 9, the claimed "means for using the stored background color value to display the 
EPC alone" is inherent in fig. 1, item 100. 

in claim 10, the claimed "means for substituting a transparent value for the stored 
background color value to display the composite" is inherent in Alten. 



MEW CITATIONS 

US 5,635,978 A (ALTEN ET AL) 03 JUNE 1997, SEE FIGS. 1 AND 7. 
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